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DETAILED ACTION 



Drawings 



1 . The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: In Fig. 2, reference character "204". Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d), or amendment to the specification to add the 
reference character(s) in the description in compliance with 37 CFR 1 .121 (b) are 
required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the 
immediate prior version of the sheet, even if only one figure is being amended. Each 
drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If 
the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 



2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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3. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites the limitation "said computer" in the last limitation. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 6, 13, 16, 18-22, 24, 29, and 30 rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. Patent No. 6345168 to Pitts. 

Regarding claims 1 and 20, Pitts discloses a printing apparatus having a detack 
charging system, comprising: a processor (see Fig. 1 "30"), and a detack charger 
operatively connected to said processor (see Fig. 1 "16", column 3 lines 1-3 and 10-12, 
and column 4 lines 29-35), wherein a programmed signal from said computer enables 
or disables said detack charger in response to a sheet weight of a sheet of paper fed 
into said printing apparatus (see column 4 lines 29-35 and 48-65, reference shows that 
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a DC bias, which controls the detack charging system, can be varied depending on the 
weight of a sheet of paper by a control system, which is analogous to the claim 
limitation and is therefore anticipated by the reference). 

Regarding claim 6, Pitts discloses a printing machine having a detack charging 
system, comprising: a computer (see Fig. 1 "30", a computer by definition is anything 
that can compute and therefore the control system of the reference is a computer as it 
controls the transfer and detack corotrons), and a detack charger operatively connected 
to said computer (see Fig. 1 "16", column 3 lines 1-3 and 10-12, and column 4 lines 29- 
35), wherein a programmed signal from said computer enables or disables said detack 
charger in response to an attribute of a sheet of paper fed into said printing machine 
(see column 4 lines 29-35 and 48-65, reference shows that a DC bias, which controls 
the detack charging system, can be varied depending on the weight of a sheet of paper 
by a control system, which is analogous to the claim limitation and is therefore 
anticipated by the reference). 

Regarding claim 13, Pitts discloses a method of detack charging in an image- 
forming machine, comprising: receiving a sheet a paper from a feeder (see Fig. 1 "12" 
and column 2 lines 55-58), said sheet of paper having a sheet weight (see column 4 
lines 48-55, it is inherent that every sheet of paper has an associated weight), 
configuring an interface to receive a sheet weight limit (see column 4 lines 37-65, 
reference shows a user interface "32" that can be used to input paper weights related to 
a plurality of paper supply trays), generating an enable signal from a central processing 
unit (CPU) (see Fig. 1 "30") when said sheet weight is less than or equal to said sheet 
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weight limit and enabling a detack charger (see column 4 lines 29-65, reference states 
that lighter papers benefit from the variation in DC bias, which is enabling of a detack 
charger, reference also states that a user can input the weights of different stocks in 
different paper supplies and when the sheet is fed to the system the weight would be 
determined and mapped to an initial bias voltage which would in turn affect the behavior 
of the bias voltage during transfer dependent on the weight of the paper), and 
generating a disable signal from said CPU when said sheet weight is greater than said 
sheet weight limit and disabling said detack charger (see column 4 lines 29-65, 
reference states that heavier paper do not require a variation in DC bias, which is a 
disabling of a detack charger). 

Regarding claim 29, Pitts discloses a method of detack charging in an image- 
forming machine, comprising: receiving a receiver sheet from a feeder (see Fig. 1 "12" 
and column 2 lines 55-58), said receiver sheet having a sheet weight (see column 4 
lines 48-55, it is inherent that every sheet of paper has an associated weight), 
configuring an interface to receive a sheet weight limit (see column 4 lines 37-65, 
reference shows a user interface "32" that can be used to input paper weights related to 
a plurality of paper supply trays), and controlling said detack charger in response to a 
programmed signal from a central processing unit (CPU) based on said sheet weight 
limit (see column 4 lines 29-35 and 48-65, reference shows that a DC bias, which 
controls the detack charging system, can be varied depending on the weight of a sheet 
of paper by a control system, which is analogous to the claim limitation and is therefore 
anticipated by the reference). 
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Regarding claim 16, Pitts discloses the system discussed in claim 13, and further 
discloses connecting said CPU to said detack charger for receiving an enabled and 
disable signal (see Fig. 1 and column 4 lines 29-65). 

Regarding claim 18, Pitts discloses the system discussed in claim 13, and further 
discloses configuring said interface to enable said detack charger for a specific sheet of 
paper in a specific feeder (see Fig. 1 and column 4 lines 29-65). 

Regarding claim 19, Pitts discloses the system discussed in claim 13, and further 
discloses configuring said interface to enable said detack charger for all sheets of paper 
in a specific feeder (see Fig. 1 and column 4 lines 29-65). 

Regarding claim 21, Pitts discloses the system discussed in claim 20, and further 
discloses wherein said receiver sheet is a sheet of paper (see column 2 lines 55-58 and 
column 4 lines 48-55). 

Regarding claim 22, Pitts discloses the system discussed in claim 20, and further 
discloses wherein said receiver sheet is a transparency (see column 4 lines 61-65). 

Regarding claim 24, Pitts discloses the system discussed in claim 20, and further 
discloses wherein said programmed signal from said processor, comprises a signal to 
enable or disable said detack charger (see column 3 line 61 -column 4 line 35). 

Regarding claim 30, Pitts discloses the system discussed in claim 29, and further 
discloses generating an enable signal from said CPU when said sheet weight is less 
than or equal to said sheet weight limit and enabling said detack charger (see column 4 
lines 29-65), and generating a disable signal from said CPU when said sheet weight is 
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greater than said sheet weight limit and disabling said detack charger (see column 4 
lines 29-65). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the . 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 1 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pitts in view of U.S. Patent No. 6504556 to Myers. 

Regarding claim 1 1 , Pitts discloses a printing machine having a detack charging 
system, comprising: a feeder to store sheets of paper, said sheets of paper comprising 
at least one sheet having a sheet weight (see Fig. 1 "12", column 2 lines 55-60, and 
column 4 lines 48-55, it is inherent that every sheet of paper has an associated weight), 
an interface having an input device, said interface configured for receiving a sheet 
weight limit (see Fig. 1 "32" and column 4 lines 29-65), allowing a user to selectively 
detack said at least one sheet (see column 4 lines 29-65), and a marking engine 
comprising a central processing unit (CPU) (see Fig. 1 "10" and "30"), a detack charger 
(see Fig. 1 "16"), said marking engine operatively connected to receive at least one 
sheet from said feeder (see Fig. 1 and column 2 lines 55-64), said CPU operatively 
connected to receive said sheet weight limit from said interface, and said detack 
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charger operatively connected to receive a first and a second signal from said CPU (see 
column 3 line 61 -column 4 line 65), where said CPU provides said first signal when said 
sheet weight of said at least one sheet is less than or equal to said inputted sheet 
weight limit, and said detack charger is enabled in response to said first signal (see 
column 4 lines 29-65, reference states that lighter papers benefit from the variation in 
DC bias, which is enabling of a detack charger, reference also states that a user can 
input the weights of different stocks in different paper supplies and when the sheet is 
fed to the system the weight would be determined and mapped to an initial bias voltage 
which would in turn affect the behavior of the bias voltage during transfer dependent on 
the weight of the paper), and where said CPU provides said second signal when said 
sheet weight of said at least one sheet is greater than said inputted sheet weight limit, 
and said detack charger is disabled in response to said first signal (see column 4 lines 
29-65, reference states that heavier paper do not require a variation in DC bias, which is 
a disabling of a detack charger). 

Pitts does not disclose expressly an interface having a display, said interface 
further configured to access a menu system having a catalog of sheet attributes of said 
at least one sheet. 

Myers discloses an interface having an input device and a display, said interface 
configured for receiving a sheet weight limit, said interface further configured to access 
a menu system having a catalog of sheet attributes of said at least one sheet, (see Figs. 
4-6 and column 4 lines 1-60), and a marking engine comprising a central processing 
unit (CPU), having a memory to store said sheet weight limit and a detack charger, said 
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marking engine operatively connected to receive at least one sheet from said feeder, 
said CPU operatively connected to receive said sheet weight limit from said interface, 
and said detack charger operatively connected to receive a first and a second signal 
from said CPU (see Figs. 4-6 and 9, column 2 lines 6-34, column 4 line 39-column 5 line 
15, and column 7 lines 40-48 and 53-54). 

Regarding claim 12, Pitts discloses a method of detack charging in an image- 
forming machine, comprising receiving a sheet a paper from a feeder (see Fig. 1 and 
column 2 lines 55-58), said sheet of paper having a sheet weight (see column 4 lines 
48-55, it is inherent that every sheet of paper has an associated weight), configuring an 
interface to receive a sheet weight limit (see column 4 lines 37-65), storing said sheet 
weight limit in a memory of a central processing unit (CPU) (see column 4 lines 37-65), 
allowing a user to selectively detack said sheet of paper (see column 4 lines 29-65), 
connecting said CPU to a detack charger for receiving an enable and disable signal 
(see Fig. 1 and column 4 lines 29-65), generating said enable signal from said CPU 
when said sheet weight is less than or equal to said sheet weight limit and enabling said 
detack charger (see column 4 lines 29-65, reference states that lighter papers benefit 
from the variation in DC bias, which is enabling of a detack charger, reference also 
states that a user can input the weights of different stocks in different paper supplies 
and when the sheet is fed to the system the weight would be determined and mapped to 
an initial bias voltage which would in turn affect the behavior of the bias voltage during 
transfer dependent on the weight of the paper), and generating said disable signal from 
said CPU when said sheet weight is greater than said sheet weight limit and disabling 
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said detack charger (see column 4 lines 29-65, reference states that heavier paper do 
not require a variation in DC bias, which is a disabling of a detack charger). 

Pitts does not expressly disclose configuring said interface to access a menu 
system, said menu system having a catalog of sheet attributes of said sheet of paper. 

Myers discloses configuring said interface to access a menu system, said menu 
system having a catalog of sheet attributes of said sheet of paper (see Figs. 4-6 and 
column 4 lines 1-60). 

Pitts & Myers are combinable because they are from the same field of endeavor, 
utilization of paper stock attributes to effectively transfer and detack the paper stock. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the use of a user interface with a display to configure a 
plurality of paper stock attributes and to store such a configuration in memory to be 
utilized by the printing system with the system of Pitts. 

The suggestion/motivation for doing so would have been to provide enhanced 
efficiency through designation of paper stock attributes to increase the speed at which 
transferring and imaging can take place. 

Therefore, it would have been obvious to combine Myers with Pitts to obtain the 
invention as specified in claims 11 and 12. 

8. Claims 2-5, 7-10, 14, 15, 17, and 25-28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Pitts as applied to claims 1, 6, 13, and 20 above, and further in 
view of Myers. 
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Regarding claims 2, 7, and 25, Pitts discloses a feeder to store sheets of paper, 
said sheets of paper comprising at least one sheet having a sheet weight (see Fig. 1 
"12" and column 2 lines 55-60, and column 4 lines 48-55), and an interface having an 
input device (see Fig. 1 "32") and a display, said interface configured for receiving an 
inputted sheet weight limit (see column 4 lines 29-65), said interface further configured 
to access a menu system having a catalog of sheet attributes of said at least one sheet, 
allowing a user to selectively enable said detack charger for said at least one sheet (see 
column 4 lines 29-65). 

Pitts does not disclose expressly an interface having a display, said interface 
further configured to access a menu system having a catalog of sheet attributes of said 
at least one sheet. 

Myers discloses a feeder to store sheets of paper, said sheets of paper 
comprising at least one sheet having a sheet weight (see Figs. 1, 2, 5, 6, and 9), and an 
interface having an input device and a display (see Fig. 9), said interface configured for 
receiving an inputted sheet weight limit, said interface further configured to access a 
menu system having a catalog of sheet attributes of said at least one sheet (see Figs. 4- 
6 and column 4 lines 1-60). 

Regarding claims 3, 8, and 26, Pitts discloses a marking engine comprising a 
central processing unit (CPU) having a memory to store said sheet weight limit (see Fig. 
1 "10" and "30"), said marking engine operatively connected to said feeder to receive 
said at least one sheet from said feeder (see Fig. 1 "12"), said CPU operatively 
connected to said interface to receive said sheet weight limit from said interface (see 
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Fig. 1 "30" and column 4 lines 29-65), and said detack charger operatively connected to 
receive said programmed signal from said CPU (see Fig. 1 "16" and column 4 lines 29- 
65). 

Regarding claims 4 and 27, Pitts discloses wherein said programmed signal 
enables said detack charger when said sheet weight of said at least one sheet is less 
than or equal to said sheet weight limit (see column 4 lines 29-65). 

Regarding claims 5 and 28, Pitts discloses wherein said programmed signal 
disables said detack charger when said sheet weight of said at least one sheet is 
greater than said sheet weight limit (see column 4 lines 29-65). 

Regarding claim 9, Pitts discloses wherein said programmed signal enables said 
detack charger when said inputted attribute matches a "detack" attribute of said at least 
one sheet (see column 4 line 15-column 5 line 15). 

Regarding claim 10, Pitts discloses wherein said programmed signal disables 
said detack charger when said inputted attribute matches a "no detack" attribute of said 
at least one sheet (see column 4 line 15-column 5 line 15). 

Regarding claim 14, Myers discloses storing said sheet weight limit in a memory 
of said CPU (see Fig. 6 and column 4 lines 1-60). 

Regarding claim 15, Myers discloses configuring said interface to access a menu 
system, said menu system having a catalog of sheet attributes of said sheet of paper 
(see Figs. 4-6 and column 4 lines 1-60). 

Regarding claim 17, Pitts discloses configuring said interface to enable said 
detack charger for a specific sheet of paper (see column 4 lines 29-65). 
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Pitts & Myers are combinable because they are from the same field of endeavor, 
utilization of paper stock attributes to effectively transfer and detack the paper stock. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the use of a user interface with a display to configure a 
plurality of paper stock attributes and to store such a configuration in memory to be 
utilized by the printing system with the system of Pitts. 

The suggestion/motivation for doing so would have been to provide enhanced 
efficiency through designation of paper stock attributes to increase the speed at which 
transferring and imaging can take place. 

Therefore, it would have been obvious to combine Myers with Pitts to obtain the 
invention as specified in claims 2-5, 7-10, 14, 15, 17, and 25-28. 

9. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pitts as 
applied to claim 20 above, and further in view of U.S. Patent No. 5257097 to Pineau et 
al. as cited on the Information Disclosure Statement dated 5/22/03. 

Pitts discloses wherein sheets to be printed upon can be coated paper of 
transparencies (see column 4 lines 61-65). 

Pitts does not disclose expressly wherein said receiver sheet is a tabloid. 

Pineau discloses wherein said receiver sheet is a tabloid (see column 2 lines 55- 

56). 

Pitts & Pineau are combinable because they are from the same field of endeavor, 
printing documents. 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the use of a tabloid as a paper stock option with the system of 
Pitts. 

The suggestion/motivation for doing so would have been to provide more options 
for paper stock, (as mentioned by Pitts in column 4 lines 61-65) and increased efficiency 
for determining a particular type of stock. 

Therefore, it would have been obvious to combine Pineau with Pitts to obtain the 
invention as specified in claim 23. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show the state of the art refer to the attached Notice of 
References Cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (571 ) 272- 
7408. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (571 ) 272-7402. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark R. Milia 
Examiner 
Art Unit 2622 
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